REMARKS 

The January 3, 2008 Official Action has been carefully considered. In view of the 
amendment submitted herewith and the these remarks, favorable reconsideration and allowance 
of this application are respectfully requested. 

At the outset, it is noted that a shortened statutory response period of three (3) months 
was set in the January 3, 2008 Official Action. The initial due date for response, therefore, was 
April 3, 2008. A petition for a one (1) month extension of the response period is included with 
this amendment and request for reconsideration, which is being filed before the expiration of the 
one (1) month extension period, as May 3, 2008 was a Saturday. 

In the January 3, 2008 Official Action, claim 53 is deemed objectionable as an improper 
dependent claim. 

Regarding the substantive aspects of the January 3 Official Action, claims 1, 4, 33, 34, 
44-47, 51 and 52 stand rejected under 35 USC §112, second paragraph, as allegedly indefinite for 
faihng to particularly point out and distinctly claim the subject matter which applicants regard as 
the invention. Specifically, the examiner regards as indefinite the definition of the variables R', 
R" and R'" in claim 1, the words "reactive compound" in claim 33, the recitation "carbohydrate 
polymers" together with "glycol chitosans, dextrans, algenic acids, starches, dextran, guar gum" 
in claims 34 and 52, the words "such as" in claim 47 and the phrase "wherein the solubilising 
carbohydrate . . . substituted on a carbohydrate polymeric backbone" in claim 51. 

The foregoing objection and rejection constitute all of the grounds set forth in the January 
3 Official Action for refusing the present application. 

In accordance with the present amendment, claim 1 is amended to delete the "substituted 



or unsubstituted" language from the definitions of X, R', R", R'", Ri, R2 and R3 which the 
examiner considers objectionable. Furthermore, the definition of R', R", R'" is amended to recite 
that the sugar substituents are selected from a list of specified sugars. Support for this aspect of 
the amendment is provided at page 7, lines 1 1-12 of the present specification. 

Claim 1 is also amended to delete amine, amide and alcohol as possible R', R", R'" 
groups, but to allow substitution by these moieties. This amendment finds support in claim 1 as 
originally filed, which allowed R', R", R'" to be substituted. 

The clause "and all other carbohydrate polymers" has been deleted fi-om claims 34 and 

52. 

Claim 47 has been amended to remove the words "such as" (two occurrences). 
Consequently, this amendment includes new claim 55 which is directed to subject matter deleted 
fi-om claim 47. 

Also in accordance with this amendment, claim 51 now recites that the solubihsing 
carbohydrate polymer is as defined in claim 1. Claim 53 is cancelled as a result, thereby 
rendering moot the above-noted objection with respect thereto. 

No new matter has been introduced into this application by reason of the present 
amendment, entry of which is respectfully requested. 

As a result of the foregoing amendment, all of the allegedly indefinite claim recitations, 
except one, has either been amended or deleted, thereby overcoming the 35 USC §112, second 
paragraph, rejection as applied to claims 1, 34, 47, 5 1 and 52. Thus, the only matter remaining to 
be addressed is the §1 12, second paragraph, rejection as applied to the terminology "reactive 
compound" in claim 33. For the reasons given below, this ground of rejection is respectfully 
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traversed. 



A. Claim 33 Fully Complies with the Definiteness 

Requirement of 35 USC §112, Second Paragraph 

The relevant inquiry in determining compliance with the definiteness requirement 
of 35 USC §112, second paragraph, is whether the claim in question sets out and circumscribes a 

particular area with a sufficient degree of precision and particularity, such that the metes and 
bounds of the claimed invention are reasonably clear. In re Moore, 169 USPQ 236 (CCPA 
1971). 

The definiteness of claim language may not be analyzed in the abstract, but must be 
considered in light of the supporting specification, with the language in question being accorded 
the broadest reasonable interpretation consistent with its ordinary usage in the art and taking nito 
account whatever enlightenment by way of definitions or otherwise that may be afforded by the 
written description contained in applicants' specification. In re Morris, 44 USPQ2d 1023, 1027 
(Fed. Cir. 1997). See also Ex parte Cole, 223 USPQ 94 (Bd. Apps. 1983) (claims are addressed 
to the person of average skill in a particular art; compliance with §112 must be adjudged from 
that perspective, not in a vacuum). 

Furthermore, it has long been held that the initial burden of establishing a failure to 
comply with 35 USC §112, second paragraph, rests upon the examiner. In rejecting a claim for 
alleged indefiniteness, therefore, it is incumbent upon the examiner to establish that one having 
ordinary skill in the art would not have been able to ascertain the scope of protection defined by 
the claim when read in Ught of the supporting specification. Ex parte Cordova, 10 USPQ2d 
1949, 1952(PTOBPAI 1988). 

When the appropriate procedural approach is followed in assessing the claim terminology 
at issue, in accordance with the above-noted authorities, it is beyond question that applicant has 
satisfied the definiteness requirement of §1 12, second paragraph, with respect to the subject 
matter of claim 33. 

The examiner's allegation that the term "reactive compound" is not defined by the 

specification or the claims is demonstrably baseless. When properly considered in context, the 
nature of the "first reactive compound", as well as the "second reactive compound" is clearly 
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delineated by the structure of the resulting solubilizing carbohydrate polymer called for in the 
claims, hi other words, the possibilities for the reactive compounds are clearly defined by the 
structure of the resulting compound. Additionally, numerous options for the first and second 
reactive compounds are set out at page 9, line 20 through page 10, line 21 of the present 
specification. Furthermore, the examples provided at pages 15 to 17 of the specification 
demonstrate methods of synthesis of solubihzing carbohydrate polymers, as claimed herein, 
employing representative first and second reactive compounds. 

In summary, applicant's position with respect to the rejection of claim 33 based on 35 
use §112, second paragraph, is that any person of ordinary skill in the art, having applicants' 
disclosure and claim before him or her, would be apprised to a reasonable degree of certainty as 
to the exact subject matter encompassed within claim 33. Nothing more is required under 35 
use §112, second paragraph. 

For all of the foregoing reasons, it is clear that in the present case, the examiner has failed 
to satisfy his burden of proof with respect to the §112, second paragraph, rejection of claim 33, as 
set forth in the July 13, 2007 Official Action. Accordingly, this ground of rejection is improper 
as applied to claim 33 and should be withdrawn upon reconsideration, as should the §112, second 
paragraph, rejection of claims 1, 4, 34, 44-47, 51 and 52. 

In view of the present amendment and the foregoing remarks, it is respectfully requested 
that the objection and rejection set forth in the January 3, 2008 Official Action be withdrawn and 
that this appUcation be passed to issue and such action is earnestly solicited. 



Respectfully submitted. 
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